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I. The Original Restriction Requirement 

In a Restriction Requirement dated November 23, 2005, 1 the as-filed claims 1-19 were 
restricted under 35 U.S.C. § 121 as follows: 

Group I Claims 1-10, drawn to a functional fluid. 

Group II Claims 11-12 and 20, drawn to an electrical device. 

Group III Claims 13-15, drawn to a transformer. 

Group IV Claim 1 6, drawn to method of making an electrical device. 

Group V Claims 17-19, drawn to method of increasing the useful life of paper 
insulation. 
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In response to this Restriction Requirement, Applicants elected Group V without 
traverse. 2 

The claims in Group V, claims 17-19, were drawn to method of increasing the useful life 
of paper insulation immersed in a dielectric fluid. 
Independent claim 17 read as follows: 

17. A method of increasing the useful life of paper insulation immersed in a 
dielectric fluid comprising a step of adding an effective amount of an ester-based 
compound to the dielectric fluid, wherein the ester-based compound imparts 
breakdown inhibiting properties to said paper insulating material. 

II. New Claims Added in Response to Office Action Mailed March 7, 2006 

In response to an Office Action mailed March 7, 2006, Applicants cancelled all the 
pending claims in the application, including claims 17 and its dependents (claims 18-19), and 
replaced them with claims 2 1-3 5. 3 Claims 21-35 included three independent claims, claims 21, 
30 and 33. 

Claim 21 read as follows: 

2 1 . (New) In an article of electrical equipment comprising a conductor insulated 
by a paper insulating material, a method comprising extending the service life 
of the paper insulating material by impregnating the material with a dielectric 
fluid comprising between 5 and 25% by weight, based on the total weight of the 
dielectric fluid, of an ester compound selected from: (a) soya, sunflower, canola, 
rapeseed, corn, peanut, cottonseed, crambe, and meadowfoam oils, the high oleic 
content versions thereof and blends thereof; and (b) diesters, polyol esters and 
blends thereof, wherein the diesters are selected from the group consisting of 
adipates, azelates, sebacates, dodecanedioates, phthalates, dimerates and blends 
thereof, and wherein the polyol esters are selected from the group consisting of 
neopentyl glycol, trimethylolpropane, pentaerythritol, dipentaerythritol and blends 
thereof, and wherein the dielectric fluid further comprises 0.1 to 2.5 wt% of a co- 
additive selected from the group consisting of antioxidants and pour point 
depressants. 4 



2 Tab 2. 

3 Tab 3. 

4 Emphasis added. 
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Claim 30 read as follows: 

30. (New) In a transformer comprising a conductor insulated by a paper insulating material, 
a method comprising extending the service life of the paper insulating 
material by impregnating the material with a dielectric fluid comprising a mineral 
oil and between 5 and 25 wt%, based on the total weight of the dielectric fluid, of 
an ester compound selected from the group consisting of soya, sunflower, canola, 
rapeseed, corn, peanut, cottonseed, crambe, and meadowfoam oils, the high oleic 
content versions thereof and blends thereof, and wherein the dielectric fluid 
further comprises 0.1 to 2.5 wt% of an antioxidant. 5 

Claim 33 read as follows: 

33. (New) In a transformer comprising a conductor insulated by a paper insulating material, 
wherein the paper material is impregnated with a mineral oil, a method 
comprising extending the service life of the paper insulating material by 

replacing the mineral oil with a dielectric fluid comprising a mineral oil and 
between 5 and 25 wt%, based on the total weight of the dielectric fluid, of an ester 
compound selected from the group consisting of soya oil, sunflower oil, the high 
oleic content versions thereof and blends thereof, and wherein the dielectric fluid 
further comprises from 0.1 to 2.5 wt% of an antioxidant. 6 

III. The Second Restriction Requirement 

In a second Restriction Requirement dated August 24, 2006, claims 21, 30 and 33, as well 
as the claims depending therefrom, were withdrawn from consideration as being directed to a 
non-elected invention. 7 

As grounds for this action, it was contended that: "(1) claims 21-29 are directed toward 
an electrical article comprising a conductor: (2) claims 30-35 are directed toward a transformer 
comprising a conductor." 8 

IV. Applicants Response and Request for Reconsideration 

In a response filed September 25, 2006, Applicants traversed the second Restriction 
Requirement and requested Reconsideration. 9 



5 Emphasis added. 

6 Emphasis added. 

7 Tab 4. 

8 Restriction Requirement dated August 24, 2006, page 2, paragraph 1. 

9 Tab 5. 
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V. The Examiner's Response 

The second Restriction Requirement was made final in an Office Action dated December 
14, 2006. 10 The Examiner argued as follows: 

The Examiner contends that the newly submitted claims are directed to 
article claims such as electrical devices and transformers that require a conductor 
that extends the service life of paper that is immersed in the dielectric fluid 
immersed therein. While Applicant argues that the preamble, along with the 
entire body of the claim, should be read to determine the subject matter covered 
by the claim, the Examiner contends that this is precisely why the claims are 
subject to further restriction. The preambles of the newly submitted claims are 
given weight and therefore the specific devices comprising conductors are distinct 
from the originally presented method claims. 1 1 

V. Argument 

L The Plain Language of the Claims is Directed to a Method, not an Article 
The plain language of claims 21, 30 and 33, highlighted in bold type above, is directed to 
methods of extending the service life of a paper insulating material in these devices by 
incorporating into the dielectric fluid an ester-based compound. This is the same invention 
originally claimed in claims 17-19, which is directed to addition of an ester-based compound to a 
dielectric fluid to increase the useful life of the paper insulating material immersed in the fluid. 

2. The Claim Must be Considered as Whole 

It is well settled that gauging the effect of preamble language is based on review of the 
claim as a whole. 12 Applicants respectfully submit that the entire preamble, along with the body 
of the claim, should be read to determine the subject matter covered by the claim. The present 
claims 21-35 are drawn to a method comprising extending the service life of the paper insulating 
material in an electrical device, not to the electrical device itself. The Examiner's interpretation 
of the claims improperly focuses on the initial limitation in the preamble and reads the remainder 
of the preamble, as well as the remainder of the claim itself, out of existence. 



10 Tab 6. 

11 Office Action dated December 14, 2006, page 2. 

12 See, e.g. Bell Communications Res., Inc. v. Vitalink Communications Corp., 34 USPQ2d 1816, 1819-20 (Fed. Cir. 
1995). 
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3. The Preamble Provides Structure Referred to in the Remainder of the Claim 

In maintaining the second Restriction Requirement the Examiner contends that since the 
preambles of the claims are given weight, claims 21-35 should be interpreted as article claims. 
Applicants respectfully disagree. The fact that the preamble of a method claim provides structure 
referred to by the method steps may indicate that the preamble is a limitation of the claim, but the 
Examiner has cited no authority for the proposition that inclusion of structure in the preamble of 
a method claim causes that claim to be interpreted as an article claim. 13 The preamble of the 
present method claims specifies that the dielectric fluid and paper insulating material are part of 
an electrical device, but that does not change the method claim to an article claim. The limitation 
in the preamble merely specifies that the method is practiced in a particular context, which is 
clear from the entirety of the specification. 14 In fact, the specification does not describe the 
method outside the context of enhancing the life of components of an electrical device. 

Even if the preamble of the claim specifies that the insulation and dielectric fluid are in a 
transformer or other electrical device, the claim is still directed to a method of extending the 
service life of components in these devices, which is the subject matter of original claims 17-19. 

4. Conclusion 

Claims 21-35 are directed to the same subject matter as the original Group V, claims 17- 
19, initially elected by the Applicants. In view of the above, the second Restriction Requirement 
is improper, as well as the Examiner's contention that claims 21-35 are drawn to a non-elected 
invention. Applicants hereby respectfully request that the second Restriction Requirement be 
reversed so that examination on the merits of the subject matter of pending claims 21-35 may 
proceed. 



13 See, e.g. Eaton Corp. v. Rockwell InVl Corp., 66 USPQ2d 1271 (Fed. Cir. 2003). 

14 See, for example, page 1, line 24 of the specification. 
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Election/Restrictions 

1 . Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions, which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 

elect a single invention to which the claims must be restricted. 

Group I, claim(s) 1-10, drawn to a functional fluid. 

Group II, claim(s) 11-12 and 20 drawn to an electrical device. v 

Group III, claim(s) 13-15, drawn to a transformer. 

Group IV, claim(s) 16, drawn to method of making an electrical device. 

Group V, claim(s) 17-19, drawn to method of increasing the useful life of paper 
insulation. 

2. The inventions listed as Groups l-V do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: Claim 1 is 
anticipated or obvious over any of Minnick et al (6,177,031 ) dielectric fluid comprising 
vegetable oil and mineral oil; or Oommen et al (6,312,623) electrical insulating fluid with 
triglycerides and mineral oil. Consequently, the special technical feature which links 
Groups l-V does not provide a contribution over the prior art, so unity of invention is 
lacking. 

3. A telephone call was made to H. Sanders Gwinn on October 28, 2005 to request 
an oral election to the above restriction requirement, but did not result in an election 
being made. 
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1322. The examiner can normally be reached on M-Th. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Yogendra N. Gupta can be reached on 571-272-1316. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
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Commissioner for Patents 
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Dear Sir: 

In response to the Office Action mailed March 7, 2006, the period of response for which 
runs through June 7, 2006, please amend the application as follows. 



Amendments to the Claims are reflected in the listing of claims which begins on page 2 
of this paper. 

Remarks/Arguments begin on page 5 of this paper. 



Application Number 10/677,635 

Responsive to Office Action mailed March 7, 2006 

AMENDMENTS TO THE CLAIMS 

This listing of claims will replace all prior versions and listings of claims in the application. 
Listing of Claims: 
1.-20. (Cancelled) 

2 1 . (New) In an article of electrical equipment comprising a conductor insulated by a paper 
insulating material, a method comprising extending the service life of the paper insulating 
material by impregnating the material with a dielectric fluid comprising between 5 and 25% by 
weight, based on the total weight of the dielectric fluid, of an ester compound selected from: (a) 
soya, sunflower, canola, rapeseed, corn, peanut, cottonseed, crambe, and meadowfoam oils, the 
high oleic content versions thereof and blends thereof; and (b) diesters, polyol esters and blends 
thereof, wherein the diesters are selected from the group consisting of adipates, azelates, 
sebacates, dodecanedioates, phthalates, dimerates and blends thereof, and wherein the polyol 
esters are selected from the group consisting of neopentyl glycol, trimethylolpropane, 
pentaerythritol, dipentaerythritol and blends thereof, and wherein the dielectric fluid further 
comprises 0.1 to 2.5 wt% of a co-additive selected from the group consisting of antioxidants and 
pour point depressants. 

22. (New) The method of claim 21, wherein the ester compound is a vegetable oil. 

23. (New) The method of claim 22, wherein the ester compound is soya oil. 

24. (New) The method of claim 23, wherein the soya oil has a high oleic content. 

25. (New) The method of claim 22, wherein the dielectric fluid comprises a petroleum-based 
mineral oil. 
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26. (New) The method of claim 22, wherein the dielectric fluid comprises an a-polyolefin. 

27. (New) The method of claim 22, wherein the co-additive is an antioxidant. 

28. (New) The method of claim 22, wherein the dielectric fluid comprises a blend of a 
mineral oil, a vegetable oil and an antioxidant. 

29. (New) The method of claim 21, wherein the ester compound comprises a mixture of 
vegetable oils. 

30. (New) In a transformer comprising a conductor insulated by a paper insulating material, a 
method comprising extending the service life of the paper insulating material by impregnating 
the material with a dielectric fluid comprising a mineral oil and between 5 and 25 wt%, based on 
the total weight of the dielectric fluid, of an ester compound selected from the group consisting 
of soya, sunflower, canola, rapeseed, corn, peanut, cottonseed, crambe, and meadowfoam oils, 
the high oleic content versions thereof and blends thereof, and wherein the dielectric fluid further 
comprises 0.1 to 2.5 wt% of an antioxidant. 

3 1 . (New) The method of claim 30, wherein the ester compound is soya oil. 

32. (New) The method of claim 31, wherein the soya oil is a high oleic content soya oil. 

33. (New) In a transformer comprising a conductor insulated by a paper insulating material, 
wherein the paper material is impregnated with a mineral oil, a method comprising extending the 
service life of the paper insulating material by replacing the mineral oil with a dielectric fluid 
comprising a mineral oil and between 5 and 25 wt%, based on the total weight of the dielectric 
fluid, of an ester compound selected from the group consisting of soya oil, sunflower oil, the high 
oleic content versions thereof and blends thereof, and wherein the dielectric fluid further 
comprises from 0.1 to 2.5 wt% of an antioxidant. 
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34. (New) The method of claim 33, wherein the ester compound is soya oil. 

35. (New) The method of claim 34, wherein the soya oil is a high oleic content soya oil. 
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REMARKS 

Claims 1-20 are currently pending in the application. 

In this response, claims 1-16 and 20 are drawn to a non-elected invention, and are 
cancelled without prejudice or disclaimer. Applicants reserve the right to file at a later date a 
divisional application directed to the subject matter of these claims. 

Claims 17-19 are also cancelled without prejudice or disclaimer and replaced with new 
claims 21-35. Claims 21-35 are intended to more particularly describe the dielectric fluid that 
provides the beneficial improvement in the service life of paper transformer insulation materials. 
The embodiment described in the new claims is supported in the specification, for example, on 
page 11, lines 2-10 and page 4, line 18 to page 7, line 13. 

In view of the above amendments and the following remarks, Applicants respectfully 
request further examination of the application and reconsideration of the rejections set forth in 
the Office Action dated March 7, 2006 

I. Claim Rejection Under 35 U.S.C. § 112 

On page 2 of the Office Action, paragraphs 3-5, claim 19 is rejected under the second 
paragraph of 35 U.S.C. § 1 12 as indefinite 

Claim 19 is cancelled in this response, so this rejection will not be further addressed. 

II. Claim Rejections Under 35 U.S.C, SS 102/103(a) 

On pages 3-5 of the Office Action, paragraphs 10-11, claims 17-19 are rejected under 35 
U.S.C. § 102(b) as anticipated by or, in the alternative, under 35 U.S.C. § 103(a) as obvious over 
two references to McShane et al., U.S. Patent Nos. 6,398,986 and 6,613,250. As grounds for 
these rejections it is noted that the cited references describe compositions with less than 50% by 
weight of mineral oil (col. 4, lines 53-67). It is also noted that these compositions may be used in 
transformers with paper insulating materials (col. 9, lines 43-62 of '986 and col. 9, lines 44-65 of 
'250). 

Applicant respectfully traverses the rejection to the extent such rejection may be 
considered applicable to the amended claims. The cited '986 and '250 references fail to disclose 
each and every feature of the claimed invention, as required by 35 U.S.C. § 102(b), and provide 
no teaching that would have suggested the desirability of modification to include such features. 
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The amended claims are directed to methods for extending the service life of paper 
insulating materials in an electrical device by impregnating the materials with a dielectric fluid 
including 5-25% by weight of a natural or a synthetic ester compound. As discussed in detail in 
the working examples on pages 13-15 of the specification, the increased service life of the 
insulating paper materials may be measured with accelerated aging tests using a number of 
standard test procedures, including evaluating the tensile strength of the paper (ASTM 828), the 
extent of polymerization of the paper (ASTM D4243), the amount of moisture in the paper 
(ASTM D3277), and the amount of CO and/or C0 2 gas dissolved in the dielectric fluid (ASTM 
D3612). The working examples established that, for example, incorporation into an electric 
device of a dielectric fluid including an ester based compound and a conventional mineral oil 
extended the life of the insulating paper in the device compared to use of a dielectric fluid 
including a conventional mineral oil alone. 

The cited references teach for use in transformers a dielectric fluid including less than 
50% by weight, more preferably less than 20% by weight, of a petroleum derived mineral oil, 
about 50-80% by weight of a vegetable oil, and relatively minor amounts of additives such as 
antioxidants. 1 These dielectric fluids meet or exceed safety and performance standards for 
dielectric fluids, and are free of substantial environmental hazards. 2 These dielectric fluids are 
compatible with transformer components that are insulated with both cellulosic and non- 
cellulosic materials. 3 

In contrast, the presently claimed method is directed to inhibiting the breakdown of paper 
insulating materials in transformers by incorporating into the transformer a dielectric fluid that 
has 5-25% by weight of a natural or synthetic ester compound, a minor amount (about 1-2.5% by 
weight) of an additive such as an antioxidant or a pour point depressant, and the balance of a 
traditional dielectric fluid component such as a petroleum-derived mineral oil or an a-polyolefin. 
The cited references teach that the vegetable oil dielectric fluid must be the principal component 
(greater than about 50% by weight) of the composition, while the presently claimed method 
utilizes dielectric fluid compositions in which the natural or synthetic ester compounds are 



1 See, e.g. '986 patent, col. 4, line 49-66; col. 7, line 59 to col. 8, line 16. 

2 Id, at col. 3, lines 4-8. 

3 Id, at col. 9, lines 44-65; col. 1 1, line 66 to col. 12, line 5. 
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present in moderate amounts of 5-25 wt%. 4 For at least this reason, Applicants respectfully 
submit that the method set forth in claims 21-35 is not anticipated under 35 U.S.C. § 102(b) by 
either of the "986 and '250 McShane references. 

In addition, while the dielectric fluids described in the cited references are may be used in 
transformers with cellulosic insulating materials, this only addresses the issue of compatibility 
with known transformer components. Compatibility is significantly different from the goal of the 
presently claimed method, which is extending the useful life of paper insulating materials in an 
electrical device. The cited references fail to recognize or appreciate that the incorporation of 
even a moderate amount of a natural or synthetic ester compound can inhibit the breakdown of 
the paper insulation in a traditional transformer dielectric fluid such as a mineral oil or an <x- 
olefin. Further, based on the teachings of the cited references, a skilled artisan would have no 
incentive to reduce the amount of ester compound in the dielectric fluid below 50% to improve 
the service life of paper components in the transformer as presently claimed. For at least these 
reasons, Applicants respectfully submit that the method set forth in claims 21-35 is not prima 
facie obvious under 35 U.S.C. § 103(a) over either of McShane '986 or c 250. 

CONCLUSION 

All claims in this application are in condition for allowance. Applicant respectfully 
requests reconsideration and prompt allowance of all pending claims. 

Please charge any additional fees or credit any overpayment to deposit account number 
50-1778. If questions remain regarding the above, or if the Examiner wishes to discuss any 
aspect of this application, please contact the undersigned. 

Date: 

June 7, 2006 

SHUMAKER & SIEFFERT, P.A. 
8425 Seasons Parkway, Suite 105 
St. Paul, Minnesota 55125 
Telephone: 651.735.1100 
Facsimile: 651.735.1102 

4 See specification, page 3, lines 22-25. 
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Response to Amendment 

1 . Newly submitted claims 21-35 are directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: Claims 21-29 are 
directed toward a an electrical article comprising a conductor; and claims 30-35 are 
directed toward a transformer comprising a conductor, wherein said claims were not 
originally elected and acted upon in the previous office action. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 21-35 are withdrawn from consideration 
as being directed to a non-elected invention. See 37 CFR 1.142(b) and MPEP § 
821.03. 

2. The amendment filed on 6-7-2006 canceling all claims drawn to the elected 
invention and presenting only claims drawn to a non-elected invention is non-responsive 
(MPEP § 821.03). The remaining claims are not readable on the elected invention 
because previous claims elected by applicant were directed toward a method of 
increasing the useful life of paper. 

Since the above-mentioned amendment appears to be a bona fide attempt to 
reply, applicant is given a TIME PERIOD of ONE (1 ) MONTH or THIRTY (30) DAYS, 
whichever is longer, from the mailing date of this notice within which to supply the 
omission or correction in order to avoid abandonment. EXTENSIONS OF THIS TIME 
PERIOD UNDER 37 CFR 1.136(a) ARE AVAILABLE. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Necholus Ogden whose telephone number is 571-272- 
1322. The examiner can normally be reached on M-T, Th-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Douglas McGinty can be reached on 571-272-1029. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571-272-1 000. 
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REMARKS 

In response to a Restriction Requirement issued November 23, 2005 in this case, on 
December 22, 2005 Applicants elected Group V, claims 17-19, drawn to method of increasing 
the useful life of paper insulation. 

Claim 17 read as follows: 

17. A method of increasing the useful life of paper insulation immersed in a 
dielectric fluid comprising a step of adding an effective amount of an ester-based 
compound to the dielectric fluid, wherein the ester-based compound imparts 
breakdown inhibiting properties to said paper insulating material. 

In response to the Office Action mailed March 7, 2006, Applicants cancelled all the 
pending claims in the application, including claims 17 and its dependents (claims 18-19), and 
replaced them with claims 21-35. Claims 21-35 included three independent claims, claims 21, 
30 and 33. 

Claim 21 read as follows: 

21 . (New) In an article of electrical equipment comprising a conductor insulated 
by a paper insulating material, a method comprising extending the service life 
of the paper insulating material by impregnating the material with a dielectric 
fluid comprising between 5 and 25% by weight, based on the total weight of the 
dielectric fluid, of an ester compound selected from: (a) soya, sunflower, canola, 
rapeseed, corn, peanut, cottonseed, crambe, and meadowfoam oils, the high oleic 
content versions thereof and blends thereof; and (b) diesters, polyol esters and 
blends thereof, wherein the diesters are selected from the group consisting of 
adipates, azelates, sebacates, dodecanedioates, phthalates, dimerates and blends 
thereof, and wherein the polyol esters are selected from the group consisting of 
neopentyl glycol, trimethylolpropane, pentaerythritol, dipentaerythritol and blends 
thereof, and wherein the dielectric fluid further comprises 0.1 to 2.5 wt% of a co- 
additive selected from the group consisting of antioxidants and pour point 
depressants. 1 

Claim 30 read as follows: 

30. (New) In a transformer comprising a conductor insulated by a paper insulating material, 
a method comprising extending the service life of the paper insulating 
material by impregnating the material with a dielectric fluid comprising a mineral 
oil and between 5 and 25 wt%, based on the total weight of the dielectric fluid, of 
an ester compound selected from the group consisting of soya, sunflower, canola, 
rapeseed, corn, peanut, cottonseed, crambe, and meadowfoam oils, the high oleic 



1 Emphasis added. 
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content versions thereof and blends thereof, and wherein the dielectric fluid 
further comprises 0.1 to 2.5 wt% of an antioxidant. 

Claim 33 read as follows: 

33. (New) In a transformer comprising a conductor insulated by a paper insulating material, 
wherein the paper material is impregnated with a mineral oil, a method 
comprising extending the service life of the paper insulating material by 
replacing the mineral oil with a dielectric fluid comprising a mineral oil and 
between 5 and 25 wt%, based on the total weight of the dielectric fluid, of an ester 
compound selected from the group consisting of soya oil, sunflower oil, the high 
oleic content versions thereof and blends thereof, and wherein the dielectric fluid 
further comprises from 0.1 to 2.5 wt% of an antioxidant. 3 

In the current Restriction Requirement dated August 24, 2006, claims 21, 30 and 33, as 
well as the claims depending therefrom, are withdrawn from consideration as being directed to a 
non-elected invention. As grounds for this action, it is contended that: "(0 claims 21-29 are 
directed toward an electrical article comprising a conductor: (2) claims 30-35 are directed toward 
a transformer comprising a conductor." 4 

The highlighted language in claims 21, 30 and 33 above makes clear that the grounds for 
the restriction are incorrect. Each claim, while referring in its preamble to a conductor in an 
electrical device or a transformer, is actually directed to a method of extending the service life of 
a paper insulating material in these devices by incorporating into the dielectric fluid an ester- 
based compound. This is the same invention originally claimed in claims 17-19, which is 
directed to addition of an ester-based compound to a dielectric fluid to increase the useful life of 
the paper insulating material immersed in the fluid. 

Applicants respectfully submit that the entire preamble, along with the body of the claim, 
should be read to determine the subject matter covered by the claim. The present claims 21-35 
are drawn to a method comprising extending the service life of the paper insulating material in an 
electrical device, not the electrical device itself. Accordingly, claims 21-35 are directed to the 
same subject matter as the original Group V, claims 17-19, initially elected by the Applicants. 



2 Emphasis added. 

3 Emphasis added. 

4 Restriction Requirement dated August 24, 2006, page 2, paragraph 1 . 
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Therefore, the Restriction Requirement is improper, as well as the Examiner's contention 
that claims 21-35 are drawn to a non-elected invention. Applicants hereby respectfully request 
reconsideration and withdrawal of the Restriction Requirement, as well as examination of 
pending claims 21-35. 

Further, the Examiner contends that the amendment filed on June 7, 2006 is non- 
responsive because Applicants added claims drawn to a non-elected invention. For the reasons 
set forth above in the discussion of the Restriction Requirement, Applicants respectfully 
disagree. Claims 21-35 are drawn to a method of enhancing the life of paper in an electrical 
device, not to the electrical devices themselves. Claims 21-35 are readable on the originally 
elected invention, and the amendment filed on June 7, 2006 was fully responsive to the rejections 
cited therein. 

In view of the above, Applicants respectfully request further examination of the present 
application, as well as full consideration of the claims submitted in the Amendment filed June 7, 



All claims in this application are in condition for allowance. Applicant respectfully 
requests reconsideration and prompt allowance of all pending claims. 

Please charge any additional fees or credit any overpayment to deposit account number 
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Election/Restrictions 

Applicant argues that claims 21-29 directed toward an electrical article 
comprising a conductor and 30-35 directed toward a transformer comprising a 
conductor, while referring to an electrical article or a transformer, is actually directed to 
a method of extending the service life of a paper insulating material in these devices, 
which is the same as the originally presented claims 17-19. 

The examiner contends that the newly submitted claims are directed to article 
claims such as electrical devices and transformers that require a conductor that extends 
the service life of paper that is immersed in the dielectric fluid immersed therein. While 
applicant argues that the entire preamble, along with the body of the claim, should be 
read to determine the subject matter covered by the claim, the examiner contends that 
this is precisely why the claims are subject to further restriction. The preambles of the 
newly submitted claims are given weight and therefore the specific devices comprising 
conductors are distinct from the originally presented method claims. Moreover, the 
claims are completely different that originally presented and applicant is further 
reminded of the election without traverse on 12-22-2005 that specifically restricted 
claims drawn to electrical devices (Group II); transformers (Group III) and method of 
increasing the useful life of paper (Group V). 

1 . This application contains claims 21-35 are drawn to an invention nonelected with 
traverse in Paper No. 8-24-2006. A complete reply to the final rejection must include 
cancellation of nonelected claims or other appropriate action (37 CFR 1 .144) See 
MPEP§821.01. 
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Conclusion 

1 . THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Necholus Ogden whose telephone number is 571-272- 
1322. The examiner can normally be reached on M-T, Th-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Douglas McGinty can be reached on 571-272-1029. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

i 

USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
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